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DETAILED ACTION 



Acknowledgements 



1. 



Claims 14-31 and 33 have been cancelled. 



2. 



Claims 1-13 and 32 are pending. 



Claim Rejections - 35 USC § 101 



3. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, or 
any new and useful improvement thereof, may obtain a patent therefor, subject to the conditions and 
requirements of this title. 

4. Claims 7-12 are rejected under 35 U.S.C. § 101 because the claimed invention is directed 
to non-statutory subject matter. 

5. Based on Supreme Court precedent 1 and recent Federal Circuit decisions, a § 101 process 
must (1) be tied to a machine (e.g. a particular apparatus) or (2) transform underlying subject 
matter (such as an article or materials) to a different state or thing. 2 If neither of these 
requirements is met by the claim(s), the method is not a patent eligible process under 35 
U.S.C. §101. 

6. In this particular case, the method in claim 7 is not tied to a particular machine - while it 
recites an "image forming apparatus", it is not directly tied to the apparatus. Rather, it is tied to a 
"program. . .or a function" executable on an image forming apparatus. There is also no 
transformation recited in the claim. 



1 Diamond v. Diehr, 450 U.S. 175, 184 (1981); Parker v. Flook, 437 U.S. 584, 588 n.9 (1978); Gottschalk v. 
Benson, 409 U.S. 63, 70 (1972); Cochrane v. Deener, 94 U.S. 780, 787-88 (1876). 

2 The Supreme Court recognized that this test is not necessarily fixed or permanent and may evolve with 
technological advances. Gottschalk v. Benson, 409 U.S. 63, 71 (1972). Also see In re Bilski (2008). 
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Claim Rejections - 35 USC §103 



7. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 



8. Claims 1-13 and 32 are rejected under 35 U.S.C. § 103(a) as being unpatentable over 
United States Patent 7,222,104 ("Tadayon") in view of Microsoft Windows Installer (as taught 
by "Error Message - Another version is already installed - Can't Install", a posting to the 
microsoft.public.officc.sctup Usenet group from 26 January 2002, hereafter "Microsoft"). 

9. As per claims 1, 7, 13, and 31, Tadayon discloses: 

10. acquisition means for acquiring (figure 1, reference number 150), via a network (column 
6, lines 27-34 - "For example, tags can be used for identification and referral to a specific server 
for edge delivery of content on the Internet "), license identification information identifying 
license information, and license information (figure 2, reference numbers 212, 214, 312); 

11. management means for managing license identification information (figure 1, reference 
numbers 120, 150; figure 2, reference number 250, 252; column 4, lines 35-38 - "clearinghouse 
also maintains various records regarding ownership and usage rights. . ."); 



12. Tadayon may not explicitly disclose: 

1 3 . determination means for determining whether the acquired license identification 
information corresponding to the acquired license information is included in the license 
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identification information managed by management means so as to avoid a duplicate installation 
of the license information; 

14. installation means for, if the determination means determines that the acquired license 
information corresponding to the acquired license information is not included in a license 
identification information managed by the management means, installing the license information 
to add the amount of allowed usage of the program in accordance with the license information 
acquired; 

15. wherein the installation means does not install the license information if the 
determination means determines that the acquired license identification information 
corresponding to the acquired license information is included in the license identification 
information managed by the management means. 

16. The idea of preventing a install of software/data that is already installed was well-known 
to those skilled in the art at the time of the invention, as a simple method of preventing wasted 
space and wasted time (as if a piece of software is already installed and working properly, there 
is no reason to install it again). The Examiner holds that if not inherent in the art of computer 
software, it would be painfully obvious to a person having ordinary skill in the art to do so. 

17. In any case, Microsoft teaches a feature that prevents the reinstallation of software 
("Another version of this product is already installed. Installation of this version cannot 
continue.") This is done to prevent unnecessary reinstallation of programs - as the program is 
already installed, there is no reason to reinstall the program. Microsoft teaches: 

18. making a determination as to whether the software is already installed (instant 
application: "determining whether the acquired license. . .is included in the. . .information 
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managed by the management means so as to avoid a duplicate installation of the license 
information"); 

19. if the software were not installed, the program would install (instant application: 
"determines that the. . .information is not included in the license identification information 
managed by the management means"); 

20. finally, if the software is installed, the program will not install (instant application: "does 
not install the license information if. . .the license information is included in the. . .information 
managed by the management means"). 

21. This saves on time and disk space, as installing software/data a second time would result 
in wasted time and a higher usage of hard disk space. 

22. Therefore, it would have been obvious to one of ordinary skill in the art at the time of the 
invention to modify Tadayon to check if data has been installed or is otherwise currently on the 
system, as it would result in less disk space usage and a more efficient system. A person having 
ordinary skill in the art would see this as advantageous because of its efficiency and speed. 

23. As per claims 2 and 8, Tadayon discloses as above, and further discloses: 

24. managing expiration-date-of- installation information indicating a period during which the 
license information acquired by the acquisition means is valid (column 6, lines 19-25 - "user may 
have the right to use content for a specific time period"); 

25. authenticating expiration date of installation of the license information (as the time data is 
part of the license data, and the licenses are inherently authenticated, the expiration date is 
inherently authenticated at the same time). 
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26. As per claims 3 and 9, Tadayon discloses as above, and further discloses: 

27. managing an encryption key (column 4, lines 9-19 - "private key corresponding to 
user. . .two users and two digital works in the preferred embodiment") of an already-installed 
program code together with program identification information identifying the program (it is 
inherently necessary to manage the program by having a way to refer to the program, because is 
necessary to point to the proper program in order to manage it - furthermore, in the "preferred 
embodiment" in column 4, line 18, the users have their own devices and their own keys, which 
means that the devices have their own keys. As the devices inherently contain programs (in 
order to operate properly), these programs and keys are in a 1-to-l ratio and are therefore 
"identifying"). 

28. As per claims 4 and 10, Tadayon teaches as above, and further teaches: 

29. license information encrypted using an encryption key uniquely assigned to the image 
forming apparatus, decrypting the encrypted license information (it was well-known to those 
skilled in the art at the time of the invention to have "device keys" - furthermore, in the 
"preferred embodiment" in column 4, line 18, the users have their own devices and their own 
keys, which means that the devices have their own keys. As the devices are inherently used by 
users, the users, keys, and apparatuses are in a 1 -to- 1-to-l ratio, the keys are therefore "assigned" 
to the image forming apparatus). 

30. As per claims 5 and 11, Tadayon discloses as above, and further discloses: 
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3 1 . increasing an already-installed right of usage of the program if the license information 
indicates an increment in the right of usage, decreasing if the license information indicates an 
decrement in the right of usage (column 6, lines 5-18 - "user buys a license. . .can transfer the 
usage rights to user 132 in a manner similar to [the normal manner]". Should the second user 
already have rights to the file, those usage rights will be overwritten by the new rights - e.g.: if 
the new rights are fewer, the rights to the file will be decreased). 

32. As per claims 6 and 12, Tadayon discloses as above, and further discloses: 

33. managing the license information in the form of certification information, license 
information certifies the right of usage of a program (the inherent purpose of licenses is to 
provide certification of usability, also see column 2, line 62 - column 3, line 9 - "usage rights are 
encapsulated with the content. . .can permit various types of use such as viewing only, use once, 
distribution, and the like"). 

34. Claims 4 and 10 are rejected under 35 U.S.C. 103(a) as being unpatentable over Tadayon, 
in view of Microsoft, further in view of Official Notice. 

35. As per claims 4 and 10, it is the examiner's primary position that the claims are 
anticipated because of the above inherent features (i.e. keys tied to a particular device). 
However, if not inherent, then the Examiner takes Official Notice that the idea of "device keys" 
was old and well-known in the art because it allows for a device-centric method of encrypting 
data, which does not depend upon user keys to be entered. Device keys have been used in 
countless Digital Rights Management systems, and are known to be advantageous because they 
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allow for a stronger system - if a device is known to act in a way that the content owners do not 
desire, the solution is to no longer issue content tied to that device. The prior art is replete with 
this idea (see, for example, United States Patent Application Publication 2002/0007456, 
paragraph 312 - "To constitute the code image 78, and in one embodiment of the present 
invention, there is a manufacturer- specific device key KM AN which is unique to each portable 
device 62 but independent of the CPU key 66. The purpose of KMAN is to allow each device 
manufacturer to administrate its device secrets independently.") 

36. Therefore, it would have been obvious to a person having ordinary skill in the art to 
include in Tadayon the idea of a "device key", since the claimed invention is merely a 
combination of old elements, and in the combination, each element merely would have 
performed the same function as it did separately. A person having ordinary skill in the art would 
have recognized that the results of the combination were predictable. Furthermore, a person 
having ordinary skill in the art would see this as advantageous because it allows for a more 
secure system - if a device is found to be non-compliant, a content creator merely has to cease 
issuing content tied to that device, and the chain of data security remains intact. 



37. Applicant's arguments with respect to claims 1-13 and 32 have been considered but are 
moot in view of the new ground of rejection. They appear to argue limitations that were not 
previously in the claims - as they have been fully addressed in this Office Action, the arguments 
are overcome. 



Response to Arguments 
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38. Furthermore, in response to Applicant's arguments concerning the improperness and 
"premature" nature of the Double Patenting rejection, the Examiner vehemently disagrees. 

39. MPEP §804 notes that "Before consideration can be given to the issue of double 
patenting, two or more patents or applications must have at least one common inventor and/or 
be either commonly assigned/owned. . .". The MPEP, case law, and statutes are clear - if two 
pending applications claim the same invention, a double patenting rejection is proper. 

40. MPEP §804(I)(B) deals exactly with this situation - "[w]here this issue can be addressed 
without violating the confidential status of applications (35 U.S.C. 122), the courts have 
sanctioned the practice of making applicant aware of the potential double patenting problem if 
one of the applications became a patent by permitting the examiner to make a "provisional" 
rejection on the ground of double patenting" 3 . 

41 . Finally, such rejections should be maintained: MPEP §804(I)(B) further notes that "The 
'provisional' double patenting rejection should continue to be made by the examiner in each 
application as long as there are conflicting claims in more than one application unless that 
"provisional" double patenting rejection is the only rejection remaining in at least one of the 
applications". However, the Examiner has not made the rejection at this time because the claims 
in the copending application, 10/683293, are no longer an issue of double patenting. 

42. As per Applicant's arguments concerning the Official Notices, Applicant's attempt at 
traversing the Official Notice findings as stated in the previous Office Action (Paper No. 
20080512, Paragraph No. 15) is inadequate. Adequate traversal is a two step process. First, 
Applicant must state their traversal on the record. Second, and in accordance with 37 C.F.R. 

3 The Manual goes on to cite important precedent: In re Mott, 539 F.2d 1291, 190 USPQ 536 (CCPA 1976); 
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§1.1 1 1(b), which requires Applicants to specifically point out the supposed errors in the Office 
Action, Applicants must state why the Official Notice statements are not to be considered 
common knowledge or well known in the art . 

43. In this application, while Applicant has clearly met step (1), Applicant has failed step (2) 
since they have failed to argue why the Official Notice statements are not to be considered 
common knowledge or well known in the art. Because Applicant's traversal is inadequate, the 
Official Notice statements are taken to be admitted as prior art. See MPEP §2144.03. 



44. Examiner's Note: Although Examiner has cited particular columns, line numbers and 
figures in the references as applied to the claims above for the convenience of the applicant(s), 
the specified citations are merely representative of the teaching of the prior art that are applied to 
specific limitations within the individual claim and other passages and figures may apply as well. 
It is respectfully requested that the applicant(s), in preparing the response, fully consider the 
items of evidence in their entirety as potentially teaching all or part of the claimed invention, as 
well as the context of the passage as taught by the prior art or disclosed by the Examiner. 
Furthermore, it must be noted that the documents cited on any enclosed PTO-892 or PTO-1449 
form are cited in their entirety. 

45. Applicant's amendment necessitated the new ground(s) of rejection presented in this 
Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). 
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1.136(a). 



Conclusion 



In re Wetterau, 356 F.2d 556, 148 USPQ 499 (CCPA 1966). 
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46. A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1 .136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 



Application/Control Number: 10/527,909 
Art Unit: 3621 



Page 12 

Paper Number 20081 113 



47. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Christopher C. Johns whose telephone number is (571)270-3462. 
The examiner can normally be reached on Monday - Friday, 9 am to 5 pm. 

48. If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Andrew Fischer can be reached on (571) 272-6779. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

49. Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



Christopher C Johns 

Examiner 

Art Unit 3621 



CCJ 



/Calvin L Hewitt II/ 

Supervisory Patent Examiner, Art Unit 3685 



